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Summaries of Cases – Jonathan Zavin

Summaries Of Cases Discussing Whether Injunctive Relief Is Always Appropriate In Copyright Disputes

Dun v. Lumbermen’s Credit Assoc., 209 U.S. 20 (1908)

The Supreme Court denied injunctive relief to plaintiffs-appellants, publishers of a reference book, even though it agreed with the lower courts’ finding of fact that defendants-appellees had improperly copied some information from plaintiffs’ book in compiling a similar reference book. In upholding the lower courts’ refusal to grant an injunction, the Supreme Court determined that the information copied by defendants was not substantial enough to cause any injury to plaintiffs, stating that:

[T]he proportion is so insignificant compared with the injury from stopping 
appellees’ use of their enormous volume of independently acquired information, that an injunction would be unconscionable. In such cases the copyright owner should be remitted to his remedy at law.
Rosemont Enterprises, Inc. v. Random House, Inc., 366 F.2d 303 (2d Cir. 1966)
In this case, the copyright owners of several articles published in 1954 about Howard Hughes sued the publisher and author of a 1966 Howard Hughes biography.  Several portions of the articles had been copied in the biography, including at least “two direct quotations and one eight-line paraphrase” that were attributed in the biography to the author of the articles.  The district court issued a preliminary injunction restraining the dissemination and marketing of the biography.

Noting that “the material at most forms an insubstantial part of the 304-page biography,” the Court of Appeals reversed, holding that a fair use defense was likely to succeed because dissemination of the biography served the public interest.  The fact that the biography served the public interest also entered the Court’s discussion regarding the equities considered in ruling on a preliminary injunction motion:

By this preliminary injunction, the public is being deprived of an opportunity to become acquainted with the life of [Howard Hughes]….  Hughes has long been a newsworthy personality.  Any biography of Hughes, of necessity, must recite the events of his life because biography in itself is largely a compilation of the past.  Thus, in balancing the equities at this time in our opinion the public interest should prevail over the possible damage to the copyright owner.

In addition, the Court found that the articles’ copyright owners were not likely to be injured by the denial of a preliminary injunction because there was no evidence that dissemination of the biography would lessen the value of the articles:

Lastly, in deciding whether a preliminary injunction should be granted, the possibilities of injury present and potential to the respective parties must be considered and weighed.  There is no suggestion that the Look articles are in current publication or ever have been since their single appearance in 1954.  There is no claim that any royalties are being received from the Look articles or that any revenue is being derived there from.  The Look articles and the biography are not in competition with each other.  Moreover, one can only speculate at this time as to when, if ever, Rosemont will produce Hughes' authorized biography.  In sum, there has been no showing that the biography has lessened the value of the articles copyrighted by Cowles. 

Belushi v. Woodward, 598 F. Supp. 36 (D.C. Cir. 1984)
Judith Belushi sued the publisher and writer of “Wired: The Short Life & Fast Times Of John Belushi,” alleging that the book contained one of her copyrighted photographs. Although the court found that she was likely to succeed on her claim of copyright infringement, it chose not to order an injunction. In the District of Columbia circuit, a plaintiff seeking a preliminary injunction must establish the likelihood of success on the merits of her infringement claim and irreparable injury if the injunction is not granted. In copyright cases, if the likelihood of success is shown, there is a presumption of irreparable injury. Nonetheless, a “plaintiff must demonstrate that equitable relief is warranted. If a legal remedy will adequately compensate for any infringement, then injury, if any, is not irreparable.” Also, the plaintiff must establish that the defendants will not be unduly harmed by the issuance of relief. 
The defendants argued that an injunction against further distribution of their book would disrupt their carefully orchestrated and costly plans for selling and marketing the book. The court said this potential harm is greater than the harm to the plaintiff “Since plaintiff currently does not have a book on the market competing with Wired and since legal remedies may adequately address plaintiffs injury, the potential harm to defendants outweighs the potential harm to plaintiff.” The court also considered the public interest in the promotion of free expression:

The public interest clearly favors maintaining the integrity of the copyright laws. In this case, however, it appears that legal remedies would vindicate any rights that may have been impinged. Further, there is a competing public interest in this case: the promotion of free expression and robust debate. If this were a case in which relief would enjoin the distribution of an average commercial product, relief would not be so drastic. As stated by the Court in reversing the grant of a preliminary injunction against the distribution of a biography of Howard Hughes notwithstanding the inclusion of significant portions of three copyrighted articles, `a preliminary injunction is always a drastic remedy and the one seeking to invoke such stringent relief is obliged to establish a clear and compelling legal right thereto based upon undisputed facts. The normal reluctance to impose a summary restraint in advance of a full and complete trial is particularly acute in a case such as this which deals with the publication of a book. Before the court will intrude into an area fraught with sensitivity in its possible impingement upon fundamental democratic and intellectual institutions, it will require a showing by the movant of a right, both legal and factual, in most unequivocal terms.’ Thus, the Court finds that the public interest would not be furthered by granting relief.

Abend v. MCA, Inc., 863 F.2d 1465 (9`b Cir. 1988), aff’d sub nom. Stewart v. Abend, 495 U.S. 207 (1990)
Sheldon Abend owned the rights to a story called “It Had to Be Murder” written by Cornell Woolrich which became the movie “Rear Window” directed by Alfred Hitchcock. Abend claimed that MCA’s nationwide re-release of the movie in the early 1970s infringed his copyright in the work, while MCA argued that Abend’s renewal copyright in the rights to the story was ineffective because Woolrich failed to register the original copyright in his name and that the work subsequently fell into the public domain. The court found that Abend’s copyright in the story was valid and that MCA’s release of the movie without a valid renewal copyright in the movie rights infringed Abend’s copyright. The court remanded certain issues to the lower court and addressed whether an injunction was an appropriate remedy in this case:

This case presents compelling equitable considerations which should be taken into account by the district court in fashioning an appropriate remedy.... Defendants argue... that a finding of infringement presumptively entitles the plaintiff to an injunction, citing Professor Nimmer. However, Professor Nimmer also states that “where great public injury would be worked by an injunction, the courts might... award damages or a continuing royalty instead of an injunction in such special circumstances.” We believe such special circumstances exist here. The “Rear Window” film resulted from the collaborative efforts of many talented individuals other than Cornell Woolrich, the author of the underlying story. The success of the movie resulted in large part from factors completely unrelated to the underlying story, “It Had To Be Murder.” It would cause a great injustice for the owners of the film if the court enjoined them from further exhibition of the movie. An injunction would also effectively foreclose defendants from enjoying legitimate profits derived from exploitation of the “new matter” comprising the derivative work, which is given express copyright protection by section 7 of the 1909 Act. Since defendants could not possibly separate out the “new matter” from the underlying work, their right to enjoy the renewal copyright in the derivative work would be rendered meaningless by the grant of an injunction. We also note that an injunction could cause public injury by denying the public the opportunity to view a classic film for many years to come.” (citations omitted).

Campbell v. Acuff-Rose Music, Inc., 510 U.S. 569 (1994)
In this case (see summary above), the Supreme Court instructed courts, when using the four factor analysis to determine if a use if fair use, to consider all four factors and to weigh the results together in light of the purposes of copyright. In a footnote following this discussion, the Court suggested that injunctive remedies are not always appropriate:

Because the fair use enquiry often requires close questions of judgment as to the extent of permissible borrowing in cases involving parodies (or other critical works), courts may also wish to bear in mind that the goals of the copyright law, “to stimulate the creation and publication of edifying matter,” Leval 1134, are not always best served by automatically granting injunctive relief when parodists are found to have gone beyond the bounds of fair use. See 17 U.S.C. 502(a) (court “may... grant... injunctions on such terms as it may deem reasonable to prevent or restrain infringement”); Leval 1132 (while in the “vast majority of cases, [an injunctive] remedy is justified because most infringements are simple piracy,” such cases are “worlds apart from many of those raising reasonable contentions of fair use” where “there may be a strong public interest in the publication of the secondary work [and] the copyright owner’s interest may be adequately protected by an award of damages for whatever infringement is found”); Abend v. MCA, Inc., 863 F.2d 1465, 1479 (CA9 1988) (finding “special circumstances” that would cause “great injustice” to defendants and “public injury” were injunction to issue), affd sub nom. Stewart v. Abend,’ 495 U.S. 207 (1990).

Greenberg v. National Geographic Society, 244 F.3d 1267 (11th Cir.), cert. denied Oct. 9, 2001
Jerry Greenberg, a photographer whose pictures have appeared in the National Geographic magazine, alleged that the magazine publisher infringed his copyrights in his works by including them in a CD-ROM version of the magazine without his permission. The publisher claimed that Section 201(c) of the Copyright Act allows the owner of the copyright in a collective work, such as a magazine, to reproduce and distribute the individual contributions to the collective work as part of a revision of that collective work. The district court granted the defendants’ motion for summary judgment, holding that the CD-ROM was a revision of a prior collective work that fell within the defendants’ privilege under § 201(c), but the appeals court reversed, finding that the defendants’ product is not merely a revision but a new work. The appeals court instructed the lower court to consider alternatives to an injunction: “Upon remand, the district court should ascertain the amount of damages and attorneys fees that are due as well as any injunctive relief that may be appropriate. In assessing the appropriateness of injunctive relief, we urge the court to consider alternatives, such as mandatory license fees, in lieu of foreclosing the public’s computer-aided access to this educational and entertaining work.”

New York Times Co. v. Tasini, 533 U.S. 483 (2001)
Jonathan Tasini was one of six freelance writers who sued several publishers of collective works, including The New York Times and Newsday, and owners of electronic databases. The writers claimed that the defendant publishers infringed their copyrights by putting the writers’ individual articles, previously published in the collective works, in electronic databases without the writers’ permission. The publishers claimed that Section 201(c) of the Copyright Act allows publishers of collective works such as newspapers and magazines to reproduce and distribute the articles contained in the collective work in any revision of that collective work. The crux of the dispute was whether the electronic databases could be considered a “revision” of the collective work in which the individual articles appeared. The district court ruled in favor of the publishers, the appeals court reversed and the Supreme Court affirmed, finding that the publishers had infringed the writers’ copyrights by not securing their permission before licensing the articles to the electronic databases.

The publishers had argued that ruling in favor of the writers would have dire consequences for the publishers, the database owners, and the public because the database owners would have to sift through decades of articles and either secure permission from writers to include their work or delete articles if the database owners could not secure permission. The Supreme Court wrote that an injunction was not the only option: “Notwithstanding the dire predictions from some quarters, it hardly follows from today’s decision that an injunction against the inclusion of these Articles in the Databases (much less all freelance articles in any databases) must issue. The parties (Authors and Publishers) may enter into an agreement allowing continued electronic reproduction of the Authors’ works; they, and if necessary the courts and Congress, may draw on numerous models for distributing copyrighted works and remunerating authors for their distribution. In any event, speculation about future harms is no basis for this Court to shrink authorial rights Congress established in 201(c). Agreeing with the Court of Appeals that the Publishers are liable for infringement, we leave remedial issues open for initial airing and decision in the District Court.” (citations omitted).

Sun Trust Bank v. Houghton Mifflin Co., 252 F.3d 1165 (11th Cir. May 25, 2001); 268 F.3d 1257 (11th Cir. Oct. 10, 2001)
In this case (see summary above), before analyzing Alice Randall’s fair use defense, the appeals court considered whether an injunction was the appropriate remedy. The court noted the relationship between copyright and free speech: “The Copyright Clause and the First Amendment, while intuitively in conflict, were drafted to work together to prevent censorship; copyright laws were enacted in part to prevent private censorship and the First Amendment was enacted to prevent public censorship.... In copyright law, the balance between the First Amendment and copyright is preserved, in part, by the idea/expression dichotomy and the doctrine of fair use.”
In this case, the court determined that an analysis of the appropriateness of an injunction becomes an analysis of the fair use factors, while “remaining cognizant of the First Amendment protections interwoven into copyright law.” Throughout its analysis of Randall’s fair use argument, the court considered the nature of TWDG, finding that because it was a work of commentary and criticism, Randall’s use of copyrightable elements from GWTW was not more than necessary and was justified as a fair use. The court ultimately found that the district court’s grant of a preliminary injunction was improper: “[A] lack of irreparable injury to SunTrust, together with the First Amendment concerns regarding comment and criticism and the likelihood that a fair use defense will prevail, make injunctive relief improper and we need not address the remaining factors, except to stress that the public interest is always served in promoting First Amendment values and in preserving the public domain from encroachment.”

The court vacated the injunction and remanded the case back to the lower court, providing these final words:

The Supreme Court has recognized that “the goals of copyright law, to stimulate the creation and publication of edifying matter, are not always best served by automatically granting injunctive relief when parodists are found to have gone beyond the bounds of fair use.” The Court cited to an article by Judge Pierre Leval of the Second Circuit, in which he notes that injunctive relief is appropriate in “the vast majority of [copyright] cases” because “the infringements are simple piracy,” but cautions that such cases are “worlds apart from many of those raising reasonable contentions of fair use where there may be a strong public interest in the publication of the secondary work and the copyright owner’s interest may be adequately protected by an award of damages for whatever infringement is found.” In this case, we have found that to the extent SunTrust suffers injury from TWDG’s putative infringement of its copyright in GWTW, such harm can adequately be remedied through an award of monetary damages. Moreover, under the present state of the record, it appears that a viable fair use defense is available. Thus, the issuance of the injunction was at odds with the shared principles of the First Amendment and the copyright law, acting as a prior restraint on speech because the public had not had access to Randall’s ideas or viewpoint in the form of expression that she chose. (The parties settled the case in May.)
eBay Inc. v. MercExchange, L.L.C., 126 S. Ct. 1837 (2006)

In eBay Inc. v. MercExchange, L.L.C., the United States Supreme Court affirmed the application of the traditional four factors a plaintiff must show when seeking an injunction, overruling the Federal Circuit’s practice of awarding such injunctions in all but exceptional circumstances: 

[A] plaintiff seeking a permanent injunction must satisfy a four-factor test before 
a court may grant such relief. A plaintiff must demonstrate: (1) that it has suffered an irreparable injury; (2) that remedies available at law, such as monetary damages, are inadequate to compensate for that injury; (3) that, considering the balance of hardships between the plaintiff and defendant, a remedy in equity is warranted; and (4) that the public interest would not be disserved by a permanent injunction.

Although this case was brought by the owner of a patent for a method of conducting on-line sales who sued auction website operators for infringement, in arriving at its holding, the Court suggested it was harmonizing patent and copyright law: 

This approach is consistent with our treatment of injunction under the Copyright Act…and as in our decision today, this Court has consistently rejected invitations 
to replace a traditional equitable considerations with a rule that an injunction automatically follows a determination that a copyright has been infringed.

Ultimately the court vacated and remanded the case for further consideration by the Court of Appeals to correctly apply the traditional four-factor framework that governs the award of injunctive relief.

Lava Records, LLC v. Ates, 2006 WL 1914166 (W.D.La. July 11, 2006) 

Plaintiffs were engaged in the creation manufacture, distribution and/or sale of sound recordings. In connection with their business, plaintiffs generally entered into contracts with musical performers so that plaintiffs own the copyright in the sound recordings featuring the performers or have exclusive reproduction and/or distribution rights under copyright in sound recordings featuring the performers. Defendant put an online media distribution system known as “KaZaA” on his mother’s computer. Defendant used the program to download or copy twenty-five sound recordings, which plaintiffs claimed to own, to his mother’s computer hard drive.

The court held that it was undisputed that defendant is liable to plaintiffs for copyright infringement and that plaintiffs are entitled to an award of $750.00 per work and for reasonable court costs.

Plaintiffs were also seeking a permanent injunction against defendant to ensure that he did not again engage in infringement of their copyrights and an order requiring him to delete all infringing materials from his mother’s computer. After considering the four factor eBay test, the court found that a permanent injunction was appropriate because of the strong public interest in copyright protection; the need to prevent irreparable harm to plaintiffs, which would not be remedied by a damage award that may or may not be collectible; and the need to deter future infringement by defendant and others in a similar position.  

Disney Enterprises, Inc. v. Delane, 446 F. Supp.2d 402 (D. Md. July 28, 2006)

In this default judgment action, a group of movie studios brought a default judgment action against the operator of an online peer-to-peer network for the infringement of eleven works.  Upon finding that plaintiffs’ allegations were sufficient to establish liability, the Court awarded statutory damages and a permanent injunction.  The Court explained that “when a claim of copyright infringement has been proven, a permanent injunction prohibiting further infringements is appropriate and routinely entered….  A permanent injunction is especially appropriate where a threat of continuing infringement exists.”

The Court explained further, however, that the traditional four-factor test must be applied before ruling on motions for permanent injunction in copyright infringement actions, in light of the Supreme Court’s ruling in eBay Inc. v. MercExchange, LLC, 126 S.Ct. 1837 (2006).  Applying the four-factor framework, the Court explained:

Plaintiffs allege, and the record supports, that they have suffered irreparable injury.  Delane has made Plaintiffs' copyrighted programs available through his Web site and trackers, and there is no way to know how many times this content has been accessed and downloaded, or if he is continuing this infringing behavior.  Also, Delane has not appeared or participated in this litigation, and because of the nature of his Web site and trackers, further infringements are a continuing threat, making remedies at law insufficient to compensate for Plaintiffs' injuries.  Additionally, the screenshots of Delane's Web site show more than one hundred copyrighted programs available for download.  Thus, Delane potentially has facilitated the download of far more than just the eleven programs listed in Plaintiffs' Exhibit A, and may continue to do so, particularly in light of his absence from these proceedings, placing the resulting hardships squarely on the Plaintiffs.  Finally, the public interest would not be disserved by a permanent injunction, as there is greater public benefit in securing the integrity of Plaintiffs' copyrights than in allowing Delane to make Plaintiffs' copyrighted material available to the public.  The court therefore will grant the permanent injunction.

Allora, LLC v. Brownstone, Inc., 2007 WL 1246448 (W.D.N.C. Apr. 27, 2007)
In this case, the plaintiff, a real estate development company, licensed three architectural house designs to the defendant, also a real estate development company, with geographic restrictions prohibiting the defendant from constructing homes based on the designs in certain geographic locations.  Despite the restrictions, the defendant began building three homes in the restricted areas based on the plaintiff’s designs.  Plaintiff sued for copyright infringement, at which point the homes were 95 percent, 60 percent and 30 percent complete, and moved for a preliminary injunction restraining the defendant from completing the homes.

The Court addressed the issue of whether establishing a prima facie case of copyright infringement entitles plaintiff to a presumption of irreparable harm and likelihood of success on the merits, in light of the Supreme Court’s holding in eBay Inc. v. MercExchange, LLC, 126 S.Ct. 1837 (2006):

[W]hile it is clear that a plaintiff's showing of a prima facie case of copyright infringement will not automatically entitle a plaintiff to a preliminary injunction, what remains a question in the wake of eBay is whether, as Plaintiff suggests, this Court should presume irreparable harm and likelihood of success on the merits upon a showing of a prima facie case of copyright infringement by a plaintiff.  Until this issue is clarified by the Fourth Circuit or the Supreme Court, this Court will not presume irreparable harm and likelihood of success on the merits following a prima facie showing of copyright infringement, but will instead treat copyright cases in the same manner as any other civil action requesting a preliminary injunction.  That is, Plaintiff must satisfy the traditional test set forth in Blackwelder and its progeny to succeed on a motion for preliminary injunction.

The Court thus rejected plaintiff’s contention that a prima facie showing of infringement establishes irreparable harm per se and instead applied the traditional four-factor framework for preliminary injunction determinations set forth in the Fourth Circuit’s seminal case, Blackwelder Furniture Co. v. Seilig Mfg. Co., 550 F.2d 189 (4th Cir. 1977), considering: “(1) the likelihood of irreparable harm to the plaintiff if the injunction is denied, (2) the likelihood of harm to the defendant if the injunction is granted, (3) the likelihood that the plaintiff will succeed on the merits, and (4) the public interest.”  Applying this analysis, the Court denied the injunction.

As to the first factor, the Court found that the plaintiff had not detailed any irreparable harm that would result from denial of the injunction and for which monetary damages would not be adequate; plaintiff’s concerns of dilution and devaluation of the designs’ value were alleviated by the fact that the defendant was building only three homes based on plaintiff’s design in the restricted area.  On the other hand, “the granting of an injunction preventing the completion and sale of [defendant’s] homes could cause massive damage to Defendants' reputations and financial stability.  Such harm is much more obvious and immediate than the harm detailed by Plaintiff.”  Finally, the Court considered the public interest and found that harm to third-party subcontractors and laborers, and the waste of resources that would result, militated against the injunction.
Warner Bros. Entertainment Inc. v. Carsagno, 2007 WL 1655666 (E.D.N.Y. June 4, 2007)

In this default judgment action for the online distribution of the Warner Brothers Entertainment film “Million Dollar Baby,” the court awarded statutory damages to Warner Brothers and issued a preliminary injunction restraining defendant from infringing any present or future copyrights owned by Warner Brothers.  The Court held that the Supreme Court’s holding in eBay Inc. v. MercExchange, LLC, 126 S.Ct. 1837 (2006), applies with equal force to copyright infringement actions and that courts must apply the traditional four-factor analysis for the issuance of permanent injunctions in copyright claims as well as patent claims.

Nonetheless, the Court stated categorically that “[i]njunctive relief is warranted where a copyright owner establishes liability and a threat of continuing violations.”  Applying the traditional four-factor analysis, the Court held that Warner Brothers had demonstrated irreparable harm and the inadequacy of remedies available at law by demonstrating a threat of continued, repeated infringement.  Moreover, “the public interest would not be disserved by a permanent injunction, as there is a greater public benefit in securing the integrity of plaintiff’s copyrights than in allowing defendant to make the copyrighted material available to the public.”
UMG Recordings v. Blake, 2007 WL 1853956 (E.D.N.C. June 26, 2007)

Plaintiffs were the copyright owner or licensees of exclusive copyrights with respect to eleven sound recordings. Plaintiffs alleged that defendant, who failed to appear in the action, used and continued to use an online media distribution system to download their copyrighted recordings, without their permission or consent in violation of the Copyright Act.

The court found that default judgment should be entered in plaintiffs’ favor and that plaintiffs were entitled to an injunction based on the four eBay factors.

In analyzing the eBay factors, the court first determined that plaintiffs need not show irreparable harm, as the entry of a default judgment provides them with success on the merits and a presumed injury.

Next the court determined that an award consisting of only monetary damages would not compensate plaintiffs for the future threat of copyright infringement because every downloader who receives one of the copyrighted works from the defendant is in turn capable of transmitting perfect copies of the works.

As to the consideration of the balance of hardship between plaintiffs and defendants, the court believed that the fact that plaintiffs’ recordings could be replicated into infinity for free and that the recordings would still be just as accessible to defendant, (s)he would just have to pay to download them, established that a distinct hardship rested with plaintiffs.

Finally, the court found that there was substantial public interest in preserving a copyright holder’s exclusive rights and that no public interest would be disserved by enjoining the defendant from continuing the activity. 

Christopher Phelps and Associates v. Galloway, 492 F.3d 532 (4th Cir. 2007)

Architectural firm brought copyright infringement suit against homeowner who had used firm’s plans to construct his retirement home. Plaintiff sought damages, disgorgement of profits and injunctive relief. A jury found that defendant infringed plaintiff’s copyright and awarded it $20,000 in damages, the fee that plaintiff traditionally charged for such plans. The jury also found that defendant had realized no profits so the district court declined to enter an injunction finding that the jury verdict had made plaintiff whole.

Plaintiff appealed, arguing that when copyright infringement has been proved and there is a threat of continuing infringement, the plaintiff is automatically entitled to an injunction.

The 4th Circuit rejected that argument. It held that plaintiffs, even in copyright cases, must make the traditional showing that a permanent injunction is warranted by applying the four factor test cited in eBay Inc. v. MercExchange, LLC, 126 S.Ct. 1837 (2006). Moreover, the court held that even upon this showing, the decision whether to grant the injunction still remains in the equitable discretion of the court.

The 4th Circuit agreed with defendant that the lower court did not abuse its discretion in refusing to enter a permanent injunction prohibiting defendant from ever leasing or selling the house because such an injunction would be overly broad and would unduly restrain the alienation of real property.

The 4th Circuit did, however, vacate the district court’s order denying the return or destruction of the infringing plans as an abuse of discretion because the trial court had failed to consider the traditional four factors for equitable relief. The 4th Circuit remanded the case for further consideration.

Nat’l League of Junior Cotillions, Inc. v. Porter, 2007 WL 2316823 (W.D.N.C. Aug. 9, 2007)

In this case, the National League of Junior Cotillions (“NLJC”), a group that teaches etiquette and dance, brought trademark and copyright infringement claims, among others, against the former director of one of its branches, who had started a similar competing organization, the Colorado Junior Cotillion (“CJC”).  The NLJC alleged that the CJC’s logo, advertisements, brochures, invitations and other materials were similar in design and content to the NLJC’s and sought a preliminary injunction restraining the defendant from their continued use.

The Court addressed the effect of the Supreme Court’s ruling in eBay Inc. v. MercExchange, LLC, 126 S.Ct. 1837 (2006), on the standards for issuing preliminary injunctions in intellectual property cases, and in particular, whether eBay, which addressed the applicable standards for the issuance of permanent injunctions, “forecloses the use of a presumption of irreparable harm on applications for preliminary injunctions in IP cases.”  Noting that the federal courts have reached conflicting results on this issue, the Court stated, “Because neither the Supreme Court nor the Fourth Circuit has explicitly extended eBay's reasoning to preliminary injunctions, and given the slight record in this case, the Court will not attempt to resolve eBay's impact at the preliminary injunction stage….”  Accordingly, the Court held that a presumption of irreparable injury continues to apply in preliminary injunction motions in IP cases upon a prima facie showing of infringement.

Applying this presumption, the Court held that the NLJC had established a prima facie showing of copyright infringement as to some of the allegedly infringing materials, and a prima facie showing on its trademark infringement claim.  The Court explained further that the NLJC had established irreparable harm, independently of the presumption, because
its copyrighted and trademarked materials are being diluted and that the reputation of its mark is being harmed.  In particular, the NLJC has expended substantial amounts of time, money, and resources in establishing the reputation and quality of its trademark and copyrighted materials.  In particular, its trademark is recognized nationwide and represents goodwill acquired over years of continuous use.  In light of the foregoing, the defendants' use of the copyright and trademark creates a substantial risk of irreparable harm.  Conversely, there is little evidence of any damages that the defendants might suffer if enjoined from continuing to use the allegedly infringing material mark.  Thus, the Court finds that the threatened injury to the plaintiff outweighs the harm caused to defendants as a result of the injunction.
The Court held that the public interest also favors the issuance of the preliminary injunction, explaining:

While the public has interest in preventing the misappropriation of the skills, creative energies, and resources that are invested in the protected work, it is also true that there is a strong public interest in free competition where legal rights are not invaded.  Hence, the public interest at issue in this case is closely tied to the likelihood of success of the plaintiff on the merits.  As the plaintiff has shown a clear likelihood of success on certain claims, it shown that the public interest favors the grant of a preliminary injunction herein.

Pursuant to its analysis, the Court issued a preliminary injunction restraining defendant from using the CJC materials for which the NLJC had established a prima facie showing of infringement.
Metro-Goldwyn-Mayer Studios, Inc. v. Grokster, 2007 WL 3227684 (C.D.Cal. Oct. 16, 2007)

The district court granted, in part, plaintiffs’ motion for a permanent injunction against StreamCast, the distributor of Morpheus peer-to-peer file sharing software. The court made several significant rulings resulting in the issuance of a permanent injunction, but one more narrowly drawn than the one requested by plaintiffs. The court held that the Supreme Court’s four-part test for injunctive relief set forth in eBay Inc. v. MercExchange, LLC, 126 S.Ct. 1837 (2006), governed the injunction at issue, and held that the Ninth Circuit’s former 2-part test (proof of past infringement plus likelihood of future infringement ) is now effectively overruled. It also held that, in light of eBay, a plaintiff must actually demonstrate irreparable harm; there is no longer a presumption of irreparable harm upon a finding of copyright infringement on a permanent injunction application (and possibly not in a preliminary injunction situation either).
In September, 2006, the U.S. District court for the C.D. of California granted plaintiffs’ motion for summary judgment, finding defendant liable for inducing users to infringe the plaintiffs’ copyrights. See Metro-Goldwyn-Mayer Studios, Inc. v. Grokster, Ltd., 454 F. Supp. 2d 966 (C.D. Cal. 2006). Following that decision, the defendant developed its own system for filtering copyrighted material and issued a revised version of the Morpheus software that contained the filter. Evidence showed that only about 30% of Morpheus users adopted the new software with the filter and plaintiffs claimed that the filtering system was not effective. Plaintiffs requested a permanent injunction that would, among other things, prevent defendant from directly or indirectly infringing plaintiffs’ copyright, require defendant to implement a “robust and secure means” to exhaustively stop infringement, and, until such technology were in place, prevent defendant from selling advertising space on any versions of its software.
The court began by discussing the test for determining if a request for a permanent injunction is proper. The court wrote that a recent Supreme Court case - eBay Inc. v. MercExchange, LLC, 126 S.Ct. 1837 (2006) - abandoned the old rule of a presumption of irreparable harm if there is a finding of infringement. Accordingly, the district court applied the four factors established in eBay – irreparable harm, lack of other remedies, balance of hardships and public interest – and found that all four factors weighed in favor of ordering the injunction.
A finding of irreparable harm was based in part on defendant’s inducement of infringement, not just the fact that it made a product available that made infringement possible. Regarding a lack of other remedies, the court said it was not feasible for the plaintiffs to file suits against all direct infringers and that the defendant was not likely to be able to pay a huge statutory damage award that would be justified considering the magnitude of the infringement. When looking at the balance of hardships, the court rejected the defendant’s argument that it would be harmed and would have to close its business if the injunction were issued; the court explained that it would modify the plaintiffs’ proposed injunction so that it would be narrowly drawn. The court also considered that the defendant was likely to continue its infringing actions unless an injunction were issued.
Finally, rather than prohibiting the defendant from distributing its software, the court ordered that the defendant be required to, among other things, implement effective filtering technology as part of the Morpheus software distributed in the future, and take steps to encourage end-users with old versions of Morpheus to upgrade to the new, filtered software. The court also held that the plaintiffs must provide detailed notice to the defendant with the artist and title of each work along with a certificate of ownership and some evidence that one or more files on the defendant’s network contain the copyrighted work; and that StreamCast’s duty to filter any particular work would commence upon plaintiffs’ provision of notice. Finally, the court appointed a special master to oversee implementation of the injunction and reserved the right to modify its order as filtering technology develops.
Universal Furniture Int’l, Inc. v. Collezione Europa USA, Inc., 2007 WL 4262725 (M.D.N.C. Nov. 30, 2007)
In this case, the plaintiff, a furniture manufacturer, sued the defendant, a maker of knock-off furniture, for infringement of its trademarks and copyrights, and sought a permanent injunction restraining the defendant from further sales of the infringing knock-offs.  Applying the traditional permanent injunction framework reiterated in eBay Inc. v. MercExchange, LLC, 126 S.Ct. 1837 (2006), the Court issued a permanent injunction upon finding that the plaintiff had established (1) irreparable injury, (2) that there was no adequate remedy at law, (3) that the balance of hardships favored the issuance of an injunction, and (4) that the public interest was best served by the issuance of the injunction.

With respect to the first two factors, the Court held that where there is a “substantial likelihood of further infringement,” an injunction should issue.  Relying on the Fourth Circuit’s decision in Christopher Phelps & Assocs., LLC v. Galloway, 492 F.3d 532 (4th Cir. 2007), the Court explained that further infringement would result in irreparable harm for which there would be no adequate monetary relief because, “while the calculation of future damages and profits for each future sale might be possible, any such effort would entail a substantial amount of speculation and guesswork that renders the effort difficult or impossible.”
With respect to the third factor, the Court rejected the defendant’s contentions that it would suffer undue hardship because an injunction would destroy the market for its furniture, explaining:

A prohibition placed on Collezione that prevents it from selling and displaying infringing furniture does not constitute a hardship. Collezione has no right to continue to engage in activity that this court has found to violate the law. An injunction simply prevents Collezione from doing that which the law already prohibits. 
Finally, with respect to the fourth factor, the Court held that the public interest is not served by continued trademark and copyright violations:

Collezione's actions infringed on the copyright of UFI, confused the public, misrepresented the origin of the furniture, and constituted an unfair and deceptive trade practice. The public's interest is not served by permitting the sale of furniture that is the subject of this dispute. The public interest, therefore, is best served by the issuance of an injunction.
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